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A
genda

•W
hy are patents im

portant to O
racle

•Background on N
EW

 Patent Law
•W

hat is patentably “N
ew

” under AIA
•Public D

isclosure as prior art
•AIA: First to InventFile
•AIA: Exceptions to First to File
•O

racle Patent Process
•Sum

m
ary
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W
hy are Patents Im

portant to O
racle?

Product R
evenue

$

#

Trolls

Targets
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N
ote1: There is a 3-4 year lead tim

e from
 filing to issue

N
ote2: A

n issued patent is presum
ed valid over allprior art

M
A

D
 doctrineM

icrosoft $2B
 per year 

on A
ndroid
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B
ackground

•
Leahy-Sm

ith A
m

erica Invents A
ct (A

IA
) signed into 

law
 on Septem

ber 16, 2011 w
ith m

ost significant 
provisions taking effect on M

arch 16, 2013
•

The law
 represents the m

ost significant change to the 
U

.S. patent system
 since the Patent Act of 1952

•
O

ne m
ajor goal w

as to harm
onize U

.S. patent law
 

w
ith the rest of the w

orld
–

C
hanges from

 a "first-to-invent" to a "first-to-file" 
system

–
M

odifies certain U
.S.-centric provisions –

expanded 
prior art
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W
hat is Patentable U

nder A
IA

?

•
An invention m

ust be new
(102 –

AIA changed 
significantly) and

non-obvious
(103, basically the 

sam
e)

•
102(a): [N

ew
, i.e., N

ot Prior A
rt] A

 person shall be 
entitled to a patentunless—
1)

Public D
isclosures (w

orldw
ide): issued patents, 

patent application publications, published papers, 
or in public use, on sale, or otherw

ise available to 
the public before the effective filing date of the 
claim

ed invention; or
2)

U
.S. patent filings by others that are eventually 

published or issued (but, non-public for 18 m
onths) 

filed before the effective filing date of the claim
ed 

invention.
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2012

A files

06/01/2014
06/01/2013

08/01/2013
…

Third Party publically discloses 
paper

07/01/2013

Analysis under the O
LD

 rules
‐3

rdparty’s public disclosure is prior 
art to A under 102(a). [U

SPTO
 in 

exam
ining, searches for prior art 

published before filing date]
‐A gets patent because A invented 
before third party publication. [A  can 
“sw

ear behind” 3
rdparty’s publication 

as A filed w
ithin 1 year of third party’s 

disclosure]

A
nalysis under the N

E
W

 rules
-A

 cannot file patent application under 
102(a)(1) because third party 
publication is before A’s filing.
-“sw

ear behind” has been elim
inated as 

filing date not invention date is critical

-A
 L

O
SE

S

E
xam

ple: Printed Publication as prior art
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A
invents

03/01/2011
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FIR
ST TO

 IN
VEN

T
FILE (35 U

.S.C
. 102)

A
 invents first, but B

 files first 
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A files x in U
.S.

B  invents x
B files x in U

.S. 

A invents x

Analysis under the N
EW

 law
•B filed first 
•Invention Date no longer 
m
atters

•B’s filing is prior art to A
•B W

IN
S and gets the patent

Analysis under the O
LD

 law
•
A invented first

•
A W

IN
S and gets the patent
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Exceptions to First-to-File

•
The inventor still has a one year grace period for the 
inventor’s ow

n public disclosure
–

R
epealed: potential one year grace period for public 

disclosures by others
•

The exception on first-to-publish is m
ythical

–
R

ule: an inventor’s public disclosure before another’s public 
disclosure or patent filing m

ay be preclusive
–

M
ore of a trap than an exception

•
W

hile taking of another’s idea and patenting it should 
not be allow

ed, practically, in the softw
are field under 

the new
 law

, it is difficult to prove
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2012

B invents x
B files x

06/01/2013
06/01/2014

04/01/2013
07/01/2013

Analysis under the O
LD

 rules
•
B’s public disclosure is prior art to A 
under 102(a), as A’s public disclosure 
is prior art to B under 102(a) .

•
A w

ins because A invented first, as 
invention date trum

ps  B’s disclosure 
date

A
nalysis under the N

E
W

 rules
•

B
’s paper is prior art to A’s filing

•
B

 w
ins because B

 has 1 year grace period 
from

 B
’s public disclosure to file 

application under 102(b)(1)(A
) and

B
 

published before A
 files under 

102(b)(2)(B
)

•
B

 W
IN

S

Exam
ple of R

ule: Publication B
efore Filing
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A invents x

03/01/2013

A files x

=< 1 year

B publically discloses 
paper on x
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Exam
ple of First-to-Publish M

yth:
O

bvious variation D
isclosed by Third party

A files x in U
.S.

B publically 
discloses x’   

A invents x

A
nalysis under the N

E
W

 rules
-B

’s disclosure of x’ serves as prior 
art to A’s filing of x
-if x is obvious over x’ , then x is not 
patentable to A

Analysis under the O
LD

 rules
‐Although B’s disclosure m

aybe 
presum

ed to be prior art to A’s filing 
by the U

SPTO
,  as A invented first, A 

can sw
ear behind B’s disclosure

‐A gets patent
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A publically 
discloses x

=< 1 year
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B finds out about 
A’s invention

B ‘s application 
publishes

05/01/2017
05/01/2013

12/01/2015
04/02/2013

11/01/2014

Analysis under the O
LD

 rules
‐U

nder 102(f), B did not invent ,so his 
patent is invalid
‐A W

insas first and true inventor

Analysis under the N
EW

 rules
-U

nder102(a)(2) B
’s filing is prior art 

to A’s filing
-U

nder 35 U
SC

 135 &
 291, A

 m
ust 

file derivation proceedings w
/in 1 year 

of B
’s publication or w

/in 1 year of 
B

’s patent issuing
-B

 w
ins as first to file, if A

 m
isses 1 

year deadlines

Exam
ple: Even a taker can w

in
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A invents

04/01/2013

1 8 m
os.

B files

05/01/2016
06/01/2013

A files

B  patent issues

1  Year SoL
1  Year SoL

U
SPTO

D
istrict Court
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O
racle Patent Process

•
Inventor identifies Patentable C

andidate
•

Inventor’s fills in Invention disclosure w
izard at 

http://w
w

w
.oracle.com

/w
ebapps/token/fip

•
Patent R

eview
 C

om
m

ittee review
s and rates disclosures 

•
O

utside Patent Attorney interview
 inventor(s) and w

rites up and 
files patent application 

•
Inventor receives m

onetary aw
ard

13

Inventor 
Subm

its Invention 
D

isclosure

Legal 
-Initial 

D
isclosure 
R

eview

D
ecision to 

file

Legal
W

ork w
/ O

utside 
C

ounsel to draft 
patent application

Patent R
eview

 
C

om
m

ittee 
-C

onsults 
D

evelopm
ent as 

needed 
-M

akes Patent Filing 
D

ecisions
D

ecision not 
to file

Legal
Inventors notified 
and m

ay request 
reconsideration, if 
som

ething m
issed
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Test to Identify Patent C
andidate 

A candidate is a feature or an im
plem

entation of a feature. If the answ
ers to 

all the questions below
 are yes, then your invention is a patent 

candidate.
This inform

ation is at the request of O
racle Patent C

ounsel, w
ho 

w
ill perform

 a legal
review

 for patentability.

•
To your know

ledge, is the candidate either new
 or an 

im
provem

entover know
n industry solutions? [new

]
•

To your know
ledge, is there a significant technical difference

betw
een the candidate and the prior industry solutions? 

[non-obvious]
•

D
o you have  enough inform

ation to explain to a colleague 
how

 to build you invention, at least, at the functional level? 
[enabling]

•
D

oes the candidate significantly add or enhance functions or 
features or significantly im

prove perform
ance? [business 

value]

14



Enabling
[or H

ow
 M

uch D
etail is N

eeded?]

Flow
chart

B
lock D

iagram
Prototype

Idea
Enablem

ent
A

ctual R
eduction 

to Practice

W
rite patent 

A
pplication
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W
hen M

ust You File Your Patent?

•
For the U

nited States:
–

W
ithin one year of your (not third party) first :

•
Public publication (e.g., journals, w

hite papers, m
anuals) of 

the invention
•

Public use (e.g., trade show
s, dem

os) of the invention
•

Sale of (or offer to sell) the invention
•

In m
ost other Foreign C

ountries:
–

Before any public publication or public use of the invention16
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Patent B
onus Program

•
$1500 per inventor upon filing of the utility patent 
application
–

C
ap of $4500 per patent application (e.g., for an application 

w
ith 4 inventors, per inventor bonus becom

es $1125)
–

Subject to local law
 and Patent departm

ent discretion
•

N
ew

 O
racle Bonus program

 starts for applications 
filed after O

ctober 1, 2011.
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Sum
m

ary
•

O
ld regim

e: 


First inventor gets the patent, even if a later inventor files a patent 
application first, as long as the first inventor can prove earlier invention 
date and diligence (no unreasonable delay in filing)


R

eliance on internal docum
entation (design specs, notebooks, 

invention disclosures, etc.) to show
 earlier invention date

•
N

ew
 regim

e (effective M
arch 16, 2013):


First patent filer gets the patent; date of invention is irrelevant
•

D
oes not m

atter w
ho thought of idea first

•
Practically, does not m

atter if som
eone took your idea and filed first


Third party public disclosures and patent filings before our filing can 
preclude or significantly lim

it w
hat w

e can file


R
ace to U

.S. Patent O
ffice –

thus …
•

N
eed to subm

it Invention D
isclosures early, so w

e can file patent 
applications early

•
For high valued ideas, file before third-party disclosure (even under 
N

D
A)
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isclosure W
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